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DETAILED ACTION 

Claim Rejections - 35 USC §112 

Claims 9-1 0 provide for the use of alkyd resin emulsions, but, since the claim 
does not set forth any steps involved in the method/process, it is unclear what 
method/process applicant is intending to encompass. A claim is indefinite where it 
merely recites a use without any active, positive steps delimiting how this use is actually 
practiced. 

Claims 9-10 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-10 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Urbano et al. (US 6,469,096). 

Considering Claim 1 : Urbano et al. teaches alkyd resin emulsions (2:30-35) 
comprising a water-insoluble alkyd resin A and a polyester B used as an emulsifying 
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resin (2:35-45). The polyester B is the esterification (2:45-50) product of a polyhydroxy 
component Ba, a C1-C4 (4:15-20) alkoxypolyethylene glycol Bb, a cycloaliphatic 
dicarboxylic acid or anhydride (4:25-35) Be, and a fatty acid Bd (2:15-25). Because of 
the presence of the unsaturated fatty acid Bd (4:40-45) and the polyhydroxy component 
Ba, the polyester B is an alkyd resin. It also is water-soluble (2:55-60). 

Urbano does not teach the claimed alkoxypolyethylene glycol to cycloaliphatic 
dicarboxylic acid anhydride ratio or the claimed miscibility ratio of the alkyd resins. 

With regard to the claimed miscibility ratio, because Urbano teaches the 
formation of the alkyd resin (Ba) in situ, there is no mention of miscibility ratio of the 
alkyd resins corresponding to A and Ba. However, at the time of the invention a person 
or ordinary skill in the art would have found it obvious to have used alkyd resins that are 
homogeneously miscible at the claimed mass ratios, in order to make a stable alkyd 
resin. 

With regard to the claimed glycol to anhydride ratio, the experimental 
modification of this prior art in order to ascertain optimum operating conditions fails to 
render applicants' claims patentable in the absence of unexpected results. In re Alter, 
105 USPQ 233. The pH, and thus amount of neutralization necessary, may be 
controlled by the glycol to anhydride ratio. Consequently, it would be obvious to 
optimize. A prima facie case of obviousness may be rebutted, however, where the 
results of the optimizing variable, which is known to be result-effective, are 
unexpectedly good. In re Boesch and Slaney, 205 USPQ 215 
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Considering Claim 2 : Urbano et al. teaches a mass ratio of 70 to 95% component 
A and 5 to 30% component B (4:65-5:5). 

Considering Claim 3 : Urbano et al. teaches from 15 to 35% of the polyhydroxy 
component (Ba), from 20 to 35% of the fatty acid (Bd), from 40 to 60% of the 
alkoxypolyetheylene glycol (Bb), and from 15 to 25% of the cycloaliphatic dicarboxylic 
acid (Be) (2:15-25). This results in 35 to 70% alkyd resin (Ba + Bd), and from 55 to 95% 
adduct (Bb + Be). 

Considering Claim 4 : Urbano et al. teaches the alkyd resin A having an oil 
content 45 to 75% and an acid number less than 10 mg/g (2:35-40). 

Considering Claim 5 : Urbano et al. teaches the alkyd resin B having an acid 
number of 2.5 mg/g (6:20-25). 

Considering Claim 6 : Urbano et al. teaches reacting the components at a 
temperature of from 160 to 250°C under esterification conditions with known catalysts 
(2:45-50), diluting the resultant emulsifier resin with water to a mass fraction of 30 to 
60%, the viscosity being preferably between 5000 and 50,000 mPa-s (5 to 50 Pa s) 
(2:55-60), mixing the water insoluble alkyd resin A with the aqueous solution of the 
emulsifier resin at a temperature below 100°C (2:60-65), and diluting the mixture with 
water to a solids mass fraction of from 60 to 80% and a dynamic viscosity from 500 to 
3000 mPa-s (2:60-65). The alkoxypolyethylene glycols have molar masses of from 500 
to 2000 (4:20-25). Urbano teaches from 15 to 35% of the polyhydroxy component (Ba), 
from 20 to 35% of the fatty acid (Bd), from 40 to 60% of the alkoxypolyetheylene glycol 
(Bb), and from 15 to 25% of the cycloaliphatic dicarboxylic acid (Be) (2:15-25). This 
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results in 35 to 70% alkyd resin (Ba + Bd), and from 55 to 95% adduct (Bb + Be). 
Urbano also teaches the viscosity being measured according to DIN ISO 3219 at 23°C 
(5:30-35). 

While there is no mention of shear gradient, because both the prior art and the 
applicant's disclosure mention the same testing procedure (DIN ISO 3219), it has been 
assumed that the shear gradient would be identical. 

With regard to the claimed glycol to anhydride ratios (molar and weight), the 
experimental modification of this prior art in order to ascertain optimum operating 
conditions fails to render applicants' claims patentable in the absence of unexpected 
results. In re Alter, 105 USPQ 233. The pH, and thus amount of neutralization 
necessary, may be controlled by the glycol to anhydride ratio. Consequently, it would be 
obvious to optimize. A prima facie case of obviousness may be rebutted, however, 
where the results of the optimizing variable, which is known to be result-effective, are 
unexpectedly good. In re Boesch and Slaney, 205 USPQ 215 

Urbano does not teach the reaction in a stepwise manner. However, selection of 
any order of mixing ingredients is prima facie obvious. MEPE 2144.04 At the time of the 
invention a person of ordinary skill in the art would have found it obvious to have 
prepared the alkyd emulsions in a stepwise manner, in order to tailor the emulsifier to 
multiple alkyd resins. 

Considering Claim 7 : Urbano et al. teaches the alkyd resin B having an acid 
number of 2.5 mg/g (6:20-25). 
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Considering Claim 8 : Urbano et al. teaches a mass ratio of 70 to 95% component 
A and 5 to 30% component B (4:65-5:5). 

Considering Claims 9-10 : Urbano et al. teaches the resin emulsions as binders 
for paints, to formulate clearcoats, glazes, primers, and topcoats, and for coating 
compositions of textiles or mineral materials (5:15-20). 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. See attached form PTO-892. 



Correspondence 

Any inquiry concerning this communication or earlier communications from the 

examiner should be directed to Noah Frank whose telephone number is 571-270-3667. 
The examiner can normally be reached on M-F 7-5 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mark Eashoo can be reached on 571 -272-1 1 97. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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Supervisory Patent Examiner, Art Unit 1 796 2-1 1 -08 
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